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A request for continued examination under 37 CFR 1.114, including the 
fee set forth in 37 CFR 1.17(e), was filed in this application after final 
rejection. Since this application is eligible -for continued examination 
under 37 CFR 1.114, and the fe'e set forth in 37 CFR 1.17(e) .has been timely 
paid, the finality of the previous Office action has been withdrawn pursuant 
to 37 CFR 1.114. Applicant's submission filed on 6/13/03 has been entered. 

Claim 17 is rejected under 35 U.S.C'. 112, second paragraph, as being 
indefinite for failing , to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

The instant claim is drawn to the polypeptide of claim 16 "wherein the 
polypeptide has at least 80% identity to" SEQ ID N0:2.- It is not clear from 
•the instant claim language whether the polypeptide must only have an overall 
80% identity with SEQ ID NO: 2 (which. is what the latter part of the claim 
suggests) or if it must meet additionally meet the other requirements of 
claim 16. as to 90% identity with residues 441-676 and a molecular weight of 
40-60 kDa.. If the latter is true then the claim does not further limit claim 
16 since "at least 80%" does not further limit "at least 90%", and is impro- 
per under 25 USC § 112 fourth paragraph. For .the purpose's of this office ac- 
tion the former is assumed, i.e. that it has an overall identity of 80% with 
SEQ ID NO: 2', and that is reflected in the rejections infra. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and 
of the manner and process of making and using it, in such full, clear, 
concise, and exact terms as to enable any person skilled in the art to 
which it pertains, -or with which it is most nearly connected, to make and 
use the same and shall set forth the best mode contemplated by the inventor 
of carrying, out his invention. 
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Claims 16 and 20-30 are rejected under 35 U.S.C. 112, first paragraph, 
as failing to comply with the enablement requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as 
to enable one skilled in the art to which it pertains, or with which it is 
most nearly connected, to make and/or use the invention. 

The instant claims are now ultimately drawn to a polypeptide having va^ 
nadium haloperoxidase activity that has a molecular weight between about 40- 
60 kDa and wherein the polypeptide has at least a 90% identity with the re- 
gion from residues 441-676 of SEQ ID NO: 2. The examiner has re-read the ins- 
tant specification in light of applicants' argument's arid amendment and con- 
cluded that applicants have not enabled such claims. It is noted that claim 
17 is not rejected under this section because it is assumed that it is limi- 
ted to a polypeptide that has an overall identity of 80% to SEQ ID NO: 2 with- 
out the other limitations of claim 16 (see 35 USC § 112 second paragraph and 
35 USC § 102/103 rejections) . 

The instant specification apparently teaches that SEQ ID NO: 2 is encod- 
ed by SEQ ID NO:l from a 2-cell Fucus gardneri (page 21, line 32)-, however a 
Fucus distichus 2-cell library was apparently used to clone the enzyme (page 
17, line 29) . This discrepancy is not understood and an explanation is re- 
quired. The specification does not . teach how to make and/or use a polypep- 
tide "having at least 90%...identity to... [residues 441-676 of SEQ ID NO: 2, vana- 
dium haloperoxidase activity and] a molecular weight of between about 40 to 
about 60kDa" . Applicants state that there is support for the instant amend- 
ment (i.e. the change to a molecular weight limitation of 40-60) on page 4, 
line 25-26 and Table 1. The recitation on page 4 is a general recitation 
stating. that the polypeptide may comprise from 300-680 amino acids arid that 
exemplary polypeptides have a mass of "about 60 kDa and 40 kDa". It does not 
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teach that such polypeptides have vanadium haloperoxidase activity, as re- 
quired by claim 16;. The recitation in Table 1 does not teach a polypeptide 
from residues 441-676, nor does it teach that any of the embodiments of the 
table h'ave vanadium haloperoxidase activity. Therefore it is maintained that 
applicants have taught, how to- make and/or use the embodiments of claim 16'. 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in 
this Office action: 

A person shall be entitled to a patent unless - 

, (b) the invention was patented or described in a printed publication in this of 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis 
for all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically 

disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 

art are such that the subject matter as a whole would have been obvious at 

'the time the invention was made to a person having ordinary skill in the 

art to which said subject matter pertain's. Patentability shall not be 

negatived by the manner in which the invention was made. 

Claim 17 is rejected under 35 U.S.C. 102(b) as anticipated by. or, in 

* i 1 

the alternative, under 35 U.S.C. 103(a) as obvious over .either of Soedjak," et 
al . (C10) or Vreel'and, et al. (C12). This rejection is repeated for the 
reasons given in the last action. Applicants arguments have been carefully 
considered but do not overcome the instant, rejection. 

As noted supra in the 35 USC § 112 second paragraph rejection, it is 
being assumed for the purposes of this action that claim 17 should be limited 
to a polypeptide having 80% identity with SEQ ID NO:2, without any regard to 
the identity with residues 441-676 or the molecular weight. Therefore the 
instant rejection is maintained for this claim. It is maintained that the 



Application/Control Number: 09/840,762 Page 
Art Unit: 1652 

instant reference teach or make obvious the instant claim, absent convincing 
proof to the contrary. The arguments regarding identity with residues 441- 
686 and the molecular weight do not apply to this claim. 

r 

All claims are drawn to the same invention claimed in the application 
prior to the entry of the submission under 37 CFR 1.114 and could have been 
finally rejected on the grounds and art of record in the next Office action 
if they had been entered in . the application prior to entry under 37 CFR 
1.114. Accordingly, THIS ACTION IS MADE FINAL even though it is a first 
action after the filing of a request for continued examination and the 
submission under 37 CFR 1.114. See MPEP § 706.07(b). Applicant is reminded 
of the extension of time policy asset forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to 
expire THREE MONTHS from "the mailing date of this action. In the event a 
first reply is filed within TWO MONTHS of the mailing date of this final 
action and the advisory action is not mailed until after the end of the 
THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee 
pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply 
expire later than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications 
.from the examiner should be directed to Charles L. Patterson, Jr., PhD, whose 
telephone number .is 703-308-1834. The examiner can normally be reached on 
Monday - Friday, 7:30-4:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Ponnathapura Achutamurthy can be reached on 703-308- 
3804. The fax phone number is 703-308.-4242. 

Any inquiry of a general nature or relating to the status of this 
application or proceeding should be directed to the receptionist whose 
telephone number is 703-308-0196. 




Charles L. Patterson, Jr 
Primary Examiner 
Art Unit 1652 



Patterson 
August 12, 2003 
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